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REMARKS 
35 U.S.C. §112 Rejections 

35 U.S.C. §112, first paragraph 

The Patent Office has rejected Claims 1-4, 8-10 and 16-20 under 35 U.S.C. §1 12, first 
paragraph. 

All questions of enablement are evaluated against the claimed subject matter. The focus 
of the examination inquiry is whether everything within the scope of the claim is enabled. The 
Federal Circuit has repeatedly held that "the specification must teach those skilled in the art how 
to make and use the full scope of the claimed invention without 'undue experimentation'." 1 
Nevertheless, not everything necessary to practice the invention needs to be disclosed. In fact, 
what is well-known is best omitted. 2 All that is necessary is that one skilled in the art be able to 
practice the claimed invention, given the level of knowledge and skill in the art. Furthermore, 
the scope of enablement must only bear a "reasonable correlation" to the scope of the claims. 3 
With regard to the breadth of the of a claim relevant to enablement, the only relevant concern 
should be whether the scope of enablement provided to one skilled in the art by the specification 
is commensurate with the scope of protection sought by the claims. 4 

The Applicants respectfully assert that the present invention does not carry out a 
correction of the microscope objectives, because the objectives selected for the double confocal 
microscope as claimed in amended Claim 1 are pre-selected high quality, corrected objectives 
with regard to longitudinal aberrations. Applicants respectfully direct the Patent Office to pages 
11-13 (line 9 on page 13 to line 22 on page 13) of the specification, which states that the 
objectives are preferably selected in such a way that the location of the focal planes are fulfilled 
in order to achieve the desire resolution improvement. To practice the claimed invention, the 
two microscope objectives need to be as identical as possible (of course, even high quality 
objectives are rarely completely identical due to manufacturing tolerances). Applicants assert 
that selection of objectives with the desired focal planes is a normal function of building 

1 In re Wright, 999 F2d 1557, 1561; 27 USPQ2dl510, 1513 (Fed Cir. 1993). 

2 In re Buchner, 929 F.2d 660, 661; 18 USPQ2d 1331, 1332 (Fed Cir. 1991). 

3 In re Fisher, 427 F.2d 833, 839; 166 USPQ2d 18, 24 (CCPA 1970). 

4 In re Moore, 439 F.2d 1232, 1236; 169 USPQ 236, 239 (CCPA 1971) (See MPEP 2164.08). 
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microscopes and can not qualify as "undue experimentation". Therefore, contrary to the Patent 
Office's assertion, it is argued that the specification teaches those of ordinary skill in the art how 
to make and use the full scope of the claimed invention without "undue experimentation". It is 
requested that the Patent Office withdraw its rejection of independent Claim 1 and its dependent 
claims 2-4, 8-10 and 16-20. 

35 U.S.C. §112, second paragraph 

The Patent Office has rejected Claims 1-4, 8-10 and 16-20 under 35 U.S.C. §112, second 
paragraph, as allegedly being indefinite. 

Applicants respectfully assert that Claim 1 has been amended and is now in condition for 
allowance. "The order of magnitude" language in Claim 1 is a well-known mathematical term. 
Two quantities of the same kind which differ by less than a factor of 10 are said to be of the 
same order of magnitude. The term is widely used in scientific and engineering calculations. So a 
resolution of a microscope which does not differ from the theoretical resolution by more than a 
factor of 10 will be within the order of magnitude of the theoretical resolution. Line 25 on page 2 
of the specification as originally filed gives an example of the theoretical achievable resolution 
of 100 nm. A resolution within the order of magnitude of 100 nm would be a resolution between 
100 nm and 1000 nm. "Theoretically achievable resolution" is a known characteristic of a 
microscope, it is known to a person of ordinary skill in the art how to calculate it for a given 
design of a microscope with given optical components. For example, attached is a copy of the 
book "Light Microscopy" (pages 19-20) with a brief description of what a resolving power of a 
microscope is and a simple theoretical calculation. Therefore, the rejection of Claim 1 should be 
withdrawn. 

Regarding Claim 4, the Patent Office asserts that it is allegedly unclear "how a beam- 
splitter of an interferometer for splitting an incident light beam into two individual beam paths 
can make the so-called 'accumulated aberrations of the interferometer' opposite one another." 
Applicants respectfully disagree. 

Applicant's respectfully direct the Patent Office to Figure 1 and page 1 1, line 6 to page 
12, line 32 of Applicant's disclosure and assert that it should be clear to one of ordinary skill in 
the art that when the illuminating beam path 2 is split into two individual beam paths 21 and 22 
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by beam splitter 10, the total aberrations of illuminating beam path 2 are also divided into two 
'partial' beam path aberrations for individual beam paths 21 and 22. As can be seen from 
Figure 1, individual beam path 21 focuses on focal plane 19 from one direction and individual 
beam path 22 focuses on focal plane 19 from the opposite direction. This causes the two 
"partial" beam path aberrations for individual beam paths 21 and 22, which is equal the total, or 
accumulated, aberrations of the interferometer, to be opposite one another. Thus, Applicants 
respectfully assert that amended Claim 4 is not indefinite. Applicants respectfully request that the 
Patent Office withdraw its rejection of Applicants amended Claims 1 and 4 and Claims 2-3, 8-10 
and 16-20. 

35 U.S.C. §102 Rejections 

35U.S.C. SI 02(b) 

The Patent Office has rejected Claims 1-3, 8-9 and 20 under 35 U.S.C. §102(b) as 
allegedly being anticipated by U.S. Patent 4,965,441 to Picard ("Picard"). Applicants 
respectfully disagree. 

It is well established that a claim is anticipated under 35 U.S.C. §102, only if each and 
every element of the claim is found in a single prior art reference. 5 Moreover, to anticipate a 
claim under 35 U.S.C. §102, a single source must contain each and every element of the claim 
"arranged as in the claim." 6 ' 7 Missing elements may not be supplied by the knowledge of one 
skilled in the art or the disclosure of another reference. 8 If each and every element of a claim is 
not found in a single reference, there can be no anticipation. 

Applicant respectfully asserts that Picard does not disclose each and every element of 
amended Claim 1, including two microscope objectives disposed in opposite symmetric manner 
relative to a specimen. Therefore, Picard does not anticipate amended Claim 1, allowance of 
which is respectfully requested. Claims 2-3, 8-9 and 20 depend off Claim 1 and are allowable. 



5 VeregalBros. v Union Oil Co. of California, 814F2d628, 631, 2USPQ2d 1051, 1053 (Fed. Cir. 1987). 

6 Structural Rubber Prods. Co. v. Park Rubber Co., 7 49 F. 2d 707, 716, 223 U.S.P.Q. 1264, 1271 (Fed. Cir. 1984). 

7 Lewmar Marine Inc. v. Barient, Inc., 827 F.2d 744, 747, 3 U.S.P.Q. 2d 1766, 1768 (Fed. Cir. 1987), cert, denied, 
484 US 1007 (1988). 

8 Titanium Metals Corp. v. Banner, 778 F.2d 775, 780, 227 U.S.P.Q. 773 } 777 (Fed. Cir. 1985). 
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35U.S.C. §103fa) 

The Patent Office rejected Claims 1-3, 8-9 and 19-20 under 35 U.S.C. §102(b) or, in the 
alternative, under 35 U.S.C. §103(a), over European Patent 491 289 to Hell ("Hell") in view of 
Picard. Moreover, the Patent Office rejected Claims 1-4, 8-9 and 19-20 under 35 U.S.C. 
§102(b) or, in the alternative, under 35 U.S.C. §103(a), over Danish Patent (DE) 39 18 412 to 
Schoppe ("Schoppe") in view of Picard. 

In order for an obviousness rejection to be proper, the Patent Office must meet the burden 
of establishing a prima facie case of obviousness. The Patent Office must meet the burden of 
establishing that all elements of the invention are disclosed in the cited publications, which must 
have a suggestion, teaching or motivation for one of ordinary skill in the art to modify a 
reference or combined references. 9 The cited publications should explicitly provide a reasonable 
expectation of success, determined from the position of one of ordinary skill in the art at the time 
the invention was made. 10 

Picard does not teach or suggests or mentions two corrected microscope objectives 
arranged opposite of each other relative to a specimen, so that the longitudinal chromatic 
aberrations of the two microscope objectives with respect to the optical axis are almost identical 
for the two microscope objectives, as claimed in amended Claim 1 . Similarly, neither Picard, 
nor Hell, nor Schoppe contain any suggestion, teaching or motivation for one of ordinary skill in 
the art to modify or combine these publications to come up with two microscope objectives 
arranged opposite of each other relative to a specimen, so that the longitudinal chromatic 
aberrations of the two microscope objectives with respect to the optical axis are almost identical 
for the two microscope objectives, as claimed in Applicant's amended Claim 1. Moreover, a 
person skilled in the art would not consider Picard' s patent in designing a double confocal 
microscope. Picard does not teach an objective corrected with respect to chromatic aberrations. 
Picard merely teaches to focus polychromatic light onto different planes in order to obtain depth 
information from the sample. Therefore, the rejection should be withdrawn and amended Claim 
1 and its dependent Claims 2-4, 8-9 and 19-20 should be allowed. 

9 In re Sang Su Lee, 277 F.3d 1338, 61 USPQ2d 1430 (Fed Cir. 2002). 

\01nre Fine, 5 U.S.P.QJd 1596, 1598 (Fed Cir. 1988); In re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. 1970); 
Amgenv. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed. Cir. 1996); 
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Applicant also submits a substitute specification in compliance with 37 CFR 1.125(b). 
Care has been exercised not to introduce new matter. 



Respectfully submitted, 



Maria M. Eliseeva, Reg. No. 43,328 

Houston Eliseeva 

4 Militia Drive, Suite 4 

Lexington, MA 02421 

Ph. 781-863-9991 

Fax. 781-863-9931 



Dated: May 27, 2003 



#1180589-21295/23 
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